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RESPONSE UNDER 37 CFR §1.116 
EXPEDITED PROCEDURE 
TECHNOLOGY CENTER ART UNIT 3726 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



ft**. 



In re the Application of 
Alexander Jan Carel DE VRIES et aL 
Application No.: 10/080,714 
Filed; February 25, 2002 



Group Art Unit: 3726 
Examiner: T. Nguyen 
DocketNo.: 105531.01 



For: METHOD OF MANUFACTURING A ROLLING ELEMENT BEARING WITH 
IMPROVED ROLLING CONTACT SURFACES 



REQUEST FOR RECONSIDERATION AFTER FINAL REJECTION 



Director of the U.S. Patent and Trademark Office 
Washington, D.C. 20231 

Sir: 




In reply to the January 7, 2003 Office Action, the shortened statutory period for reply 
being extended by the attached Petition for Extension of Time, Applicants respectfully 
request reconsideration of the application in view of the following remarks. 

Claims 1, 2 and 4-6 are pending. 

The Office Action rejects claims 1-2 and 4-6 under 35 U.S.C. § 103(a) as being 
unpatentable over JP 04321816 to Tom in view of U.S. Patent 5,592,840 to Miyasaka. This 
rejection is respectfully traversed. 

Neither Toru nor Miyasaka teach, suggest, or would have rendered obvious, all of the 
features recited in claim 1 . In particular, noneiof the applied references teach or suggest/a 
method-of forming recesses by shot peeniijg'ati^st one of its surfaces, wherein "an average 
angle oc between a wall of each recess on th^at lea^t one surface is less than 5 degrees," as \ 
recited in claim 1 . 
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The Office Action correctly admits that Toru fails to teach or suggest: 1) forming the 
recesses by shot peening; and 2) that an average angle between a wall of each recess on the at 
least one surface is less than 5 degrees. See the Office Action at, e.g., page 2, paragraph 4. 

Torn discloses a surface 1 1 having a certain roughness provided with tiny recesses 
which contain oil. As a result, oil film formation of the surface is promoted. See, e.g., the 
Abstract of Toru. Toru is absolutely silent about any angle of any one of its recesses, let 
alone any angle being formed with less than 5 degrees with respect to any one surface, as 
recited in claim 1. 

Miyasaka fails to cure the deficiencies of Toru discussed above with respect to claim 
1 . Miyasaka discloses that a portion of a metal product is subjected to a sliding action. See, 
e.g., the Abstract of Miyasaka. In particular, the plain bearing of Miyasaka is concerned with 
a sliding action, not a rolling contact. 

One of ordinary skill in the rolling bearing art would have understood that a sliding 
action is not the phenomenon which is of importance in a rolling bearing; to the contrary, it is 
the ability to roll . That is because the problems which occur in a rolling element bearing are 
quite different from the problems which occur in a plain (sliding) bearing. For instance, in 
plain bearings fatigue does not play a role. Further, in plain bearings, no concentrated loads 
occur due to the fact that the surfaces of a plain bearing are in sliding contact with each other 
over a large surface area. 

In the roller bearings art, however, there is a drastic difference between the limited 
area of contact between a ball or roller, and the rest of the area which does not have such 
contact. Thus, the surfaces of the components of a roller element bearing are subjected to 
largely varying forces, which lead to fatigue problems. Moreover, the stresses which occur in 
a rolling element bearing are much higher than those which occ ur in a plain (sliding) bearing. 
Thus, one skilled in the art who was devising a rolling bearing element would not have 
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looked to the disclosure of Miyasaka which clearly relates only to plain bearings sliding over 
surfaces. 

One skilled in the art would have understood that a "smooth" surface has favorable 
fatigue properties. Thus, the formation of indentations in a rolling element bearing surface 
(with the goal of containing oil), goes at the expense of fatigue properties thereof. 
Accordingly, the claimed invention provides a favorable solution by providing small 
indentations on at least one of the surfaces of the roller element bearing by the process of 
shot-peening. Thereby, compressive stresses are generated in the rolling element bearing 
surface and favorable lubrication conditions are also obtained. Moreover, by limiting the 
indentations to less than 5 degree embodiments , fatigue properties are hardly influenced. 

One of ordinary skill in the art would not have combined the teachings of Toru and 
Miyasaka to arrive at the Applicants' claimed invention as Toru and Miyasaka are from two 
substantially different technologies having substantially different purposes. An attempt to 
combine these two teaching would render a final product inefficient and/or inoperable. 

For at least the reasons discussed above, Applicants respectfully submit that neither 
Toru nor Miyasaka anticipate, or render obvious, all of the subject matter of claim 1. 
Accordingly, the applied references also fail to anticipate the subject matter of claims 2 and 
4-6, which depend from claim 1. Withdrawal of the rejection under 35 U.S.C. § 103(a) is 
therefore respectfully solicited. 

In view of the foregoing amendments and remarks, Applicants submit that this 
application is in condition for allowance. Favorable reconsideration and prompt allowance of 
claims 1-2 and 4-6 are earnestly solicited. 
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Should the Examiner believe that anything further would be desirable in order to 
place this application in better condition for allowance, the Examiner is invited to contact 
Applicants' undersigned representative at the telephone number set forth below. 




Registration No. 27,075 

Robert Z. Evora 
Registration No. 47,356 

JAO:RZE/jam 

Attachment: 

Petition for Extension of Time 

Date: April 17, 2003 

DEPOSIT ACCOUNT USE 
Oiliff & Berridge, plc AUTHORIZATION 
P.O- Box 19928 Please grant any extension 

Alexandria, Virginia 22320 necessary for entry; 

Telephone: (703) 836-6400 Charge any fee due to our 

Deposit Account No. 15-0461 
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Oliff &. Berrjdge, PLC 

attorn cvs at law 

277 South Washington Street. Suite 500 
Alexandria, Virginia 223 14 



TCLGPHONC; (703) 836-6400 
Facsimile: f703l 336-2737 

E-MAIL: COMMCENTER@OHFF.COM 
WWW.OLIFF.COM 



FAX RECEIVED 
l Facsimile Transmission Cover Sheet 

j?oW. MAY 0 7 2003 

J"'** May 7 2003 GROUP 3700 



To: Examiner T. Nguyen 
Group Art Unit: 3726 
U.S. Patent and Trademark Office 

Facsimile: 703-305-3579 



From: Robert Z. Evora, Reg. No. 47,356 



YourRef.: 10/080,714 OurRef: 105531.01 

Number of Pages Sent (Including cover sheet): 

Prepared By: cfr 



Comments: 

Examiner Nguyen, 

In accordance with your May 7 request, we enclose a courtesy copy of the Request for 
Reconsideration After Final Rejection which was hand-carried on April 17, 2003. 



e contact me at 703-836-6400 if you have any questions. 




Robert tvoYa 



Sent by: CS^~" 



This facsimile is intended only for the use of the individual or entity named above and may contain 
privileged or confidential information. If you are not the intended recipient, or the employee or agent 
responsible to deliver it to the intended recipient, you are notified that any review, dissemination, distribution 
or copying of this facsimile is prohibited. If you have received this facsimile in error, please immediately 
notify us by facsimile or telephone, and return the facsimile to us by mail at the above address. 
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PT" PF<"FTPT ypn FIT ITVfZ OF PAPFRS 

► HAND CARRY TO EXAMINER T. NGUYEN, GROUP ART UNIT:^5726^ 

The following papers have been filed: 

PEOT w/ck #141373 ($110); Req. for Recon. 



Name of Applicant: 


Alexandre Jan Carel DE VRJES et al. 


Serial No.: 


to#080/714 


Attv. File No.: 


105531.01 


Title (New Cases): 


Sender's Initials: 


JAO:RZE/iam 




B ^ CD 

£S r-T7 



PATENT OFFICE DATE STAMP <= 



COPY TO BE STAMPED BY PATENT OFFICE 
AND RETURNED BY MESSENGER 
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